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DETAILED ACTION 

1 . This communication is responsive to tine RCE, filed on August 4, 2009. 
Applicant's amendments and remarks have been carefully considered. 

2. Claims 1-2, 4-9, 11-17, 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kais (US 6,177,205) in view of Bhadeshia (US 5,879,474). 

Kais discloses a stretch of rail comprising switch element 12 made of high alloy 
steel including manganese content of 10-20%, connected directly to the lengths of 
carbon steel rails 14,16 by welding without deposition of metal (see for example claim 1 
of Kais patent). It is noted that Kais does not disclose the specific material composition 
of the carbon steel rails as recited in the instant claims. 

Bhadeshia, column 3, second paragraph, describes bainitic steel rail without 
carbide or carbide-free; wherein, the steel rail having the material composition as 
recited in instant claims. 

In view of Bhadeshia, it would have been obvious to one skilled in the art to use 
bainitic steel rails with material composition similar to that taught by Bhadeshia, in the 
structure of Kais so as to achieve expected advantages, such as higher structural 
integrity and enhanced weldability. 

Regarding the instant claimed method of welding being in the form of flash 
welding and forging, as recited in instant claim 8, note that on the one hand, the instant 
claimed method of welding and forging does not present a patentable significant in an 
apparatus claim, i.e. claim 8; and on the other hand, flash butt welding and forging and 
electron-beam welding are known forms of welding as described in the first three 
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paragraphs of column 4 of Kais, and it would have been obvious to one skilled in the art 
to use either form of welding for forming the track of Kais so as to achieve the expected 
benefit of the selected form of welding. 

Regarding the method step including no heat treatment, as recited in instant 
claim 9, note that the instant method step does not present a patentable significant in an 
apparatus claim, i.e. claim 9. Further, it would have been obvious to one skilled in the 
art avoid or remove an extra step, such as heat treatment, along with the expected 
benefit thereof in the structure of Kais because such benefit may not be critical or 
needed in certain light rail applications. On the other hand, the intermediate product 
before the heat treatment of Kais is readable as being without or no heat treatment. 

Regarding the instant claimed hardness of the medium-alloy low-carbon steel, as 
recited in instant claim 1 1 , consider the hardness of bainitic steel shown in the table on 
top of the last page of Bhadeshia, which includes hardness of 400 HV30 within the 
range of 350-390HB as claimed. Note that the length of rail of Kais, as modified above, 
is made from the bainitic steel having hardness similar to that of Bhadeshia. 
3. Claims 10 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the prior art as applied to claim 1 above, and further in view of the prior art 
described in the last six lines of page 3 of the instant specification. 

Regarding the instant claimed switch element having hardness between 170 and 
230HB, as recited in instant claim 10, it is noted that Kais does not disclose the specific 
hardness of the switch element. In the last six lines of page 3 of the instant 
specification, there is a switch element made of a material, which is similar to that of 
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Kais, that is well known under the name of HADFIELD and has hardness between 170 
and 230 HB. Therefore, it would have been obvious to one skilled in the art to use a 
material having similar hardness to that of the prior art switch element described in the 
instant specification, for forming the switch element of Kais so as to achieve the 
expected structural Integrity thereof. 

4. Responses to Applicant's argument : The examiner agrees with Applicant in that 
there are the differences between the steel composition of Kais and the bainitic steel 
recited in the instant claims. However, note that the above grounds of rejection are not 
based on Kais alone but rather in combination with Bhadeshia; therefore, Applicant's 
arguments that Kais does not have the steel structure or the properties of the steel of 
the instant claimed invention are not deemed to be relevant. The examiner still 
maintains that the stretch of rail resulted from the combination of Kais and Bahdeshia or 
Kais, Bahdeshia, and the prior art described in the instant specification meets all of the 
limitations as defined in the instant claims. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARK T. LE whose telephone number is (571)272- 
6682. The examiner can normally be reached on Mon-Fri, between 8:15-4:45 
(Teleworking). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samuel Morano can be reached on 571-272-6684. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/51 6,91 3 Page 5 

Art Unit: 3617 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 3617 
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